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DETAILED ACTION 

Election/Restrictions 
1. Restriction to one of the following inventions is required under 35 U.S. C. 121: 

I. Claims 1-9, drawn to a method of producing a whetstone, classified in class 427, 
subclass 180. 

II. Claims 10-11, drawn to a whetstone, classified in class 451, subclass 552. 

III. Claims 12-14, drawn to a method of producing a whetstone pellet, classified in 
class 427, subclass 212. 

IV. Claims 15-19, drawn to a process for producing an optical element, classified in 
class 451, subclass 28. 

The inventions are distinct, each from the other because of the following reasons: 
2. Inventions of Groups I and IH and Group II are related as process of making and product 
made. The inventions are distinct if either or both of the following can be shown: (1) that the 
process as claimed can be used to make other and materially different product or (2) that the 
product as claimed can be made by another and materially different process (MPEP § 806.05(f)). 
In the instant case the process of Groups I and III can be used to make a materially different 
product other than that of Group II, such as where the abrasive grains are not formed in an 
amorphous plated layer or where the base body is not a metal having catalytic action when 
forming the amorphous plated layer. Such limitations are not required by the process of Groups 
I and III. 
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3. Inventions of Groups I and III and Group IV are related as combination and 
subcombination. Inventions in this relationship are distinct if it can be shown that (1) the 
combination as claimed does not require the particulars of the subcombination as claimed for 
patentability, and (2) that the subcombination has utility by itself or in other combinations 
(MPEP § 806.05(c)). In the instant case, the combination as claimed does not require the 
particulars of the subcombination as claimed because the combination requires the use of 
columnar base bodies in forming the whetstone and then using the whetstone to grind raw 
material of an optical element, neither of which are required by Groups I and III. The 
subcombination has separate utility such as forming a whetstone and not using it to form an 
optical element. The whetstone formed by Groups I and III can be used to grind any material, 
not just optical element raw materials. 

4. Inventions of Group II and IV are related as product and process of use. The inventions 
can be shown to be distinct if either or both of the following can be shown: (1) the process for 
using the product as claimed can be practiced with another materially different product or (2) the 
product as claimed can be used in a materially different process of using that product (MPEP 

§ 806.05(h)). In the instant case the product of Group II can be used to perform a materially 
different process other than that of Group IV, such as grinding a metal surface or any other 
material that is not a raw material for an optical element. 

5. Because these inventions are distinct for the reasons given above and have acquired a 
separate status in the art as shown by their different classification and the search for one group is 
not required for the other group(s), restriction for examination purposes as indicated is proper. 
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6. A telephone call was made to Mary Jane Boswell to request an oral election to the above 
restriction requirement, but did not result in an election being made. 

Applicant is advised that the reply to this requirement to be complete must include an 
election of the invention to be examined even though the requirement be traversed (37 CFR 
1.143). 

7. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Michael Barr whose telephone number is 571-272-1414. The 
examiner can normally be reached on Monday-Thursday 6:00 am-3:30 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Shrive Beck can be reached on 571-272-1415. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 

Michael Barr 
Primary Examiner 
Art Unit 1762 

MB 

June 2, 2004 




